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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 13 
August 2004 has been entered. 

2. In response to the previous office action, claims 1,14, and 34 have been 
amended. Claims 1-29, 34-43, and 46-57 have been examined. 

Specification 

3. The amendment filed 6 May 2004 is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: The clarifications to the 
definitions of certain terms in the amendment to the specification (see Paper No. 9, p. 3) 
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are not inherent to those terms in the original specification. The entire amendment to 
the specification is therefore deemed to be new matter. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

4. The use of the trademark UNIX® has been noted in this application. It should be 
capitalized wherever it appears and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claim 1-29, 34-43, and 46-57 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The limiting of software 
agreement data to that having non-execution related information constitutes new matter. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

6. Claims 1-8, 10, 12, 14-25, 27, 28, 34-41, 48, and 56 are rejected under 35 
U.S.C. 102(e) as being anticipated by U.S. Patent No. 6,105,069 to Franklin et al. 
(hereinafter "Franklin") 

As per claim 1, 10, 14, and 34, and the Licensing Controller disclosed by Franklin 
organizes databases into objects, such as for users, resources (such as computers or 
software application objects), and software licenses (see column 4, line 17 to column 5, 
line 50). The resources are organized into a database (see column 2, lines 29-33) that 
constitutes an inventory list. A linking between resource and license objects is also 
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described (see column 10, lines 50-60). Franklin also includes a query tool (see column 
4, line 66 to column 5, line 21) for using the various databases that outputs query 
results. 

Some of the data in the objects may be non-functional descriptive text fields, 
which are non-executable. 

Regarding claims 2, 3, 35, 36, it is disclosed that the system may be run on a 
single system (see column 4, line 6) or a network of computers. Any package that can 
be run on a single system inherently can be used on a mainframe. 

As per claims 4-6, 37-39, a "numbers" attribute tracks installations, while the 
"metering" attribute may track actual usage (see column 1 1 , lines 33-57). 

As per claims 7, 40, 41, licensing attributes may include multiple contract terms, 
such as the charges (see column 6, lines 28-40). 

As per claim 8, the "terms" includes data for determining the number of 
installations (see column 1 1 , lines 34-40). 

As per claim 12, the linking data is implemented for a many-to-many 

relationship. 

As per claims 15-21, 24, the "methods" fields permit automatic execution. 

Regarding claim 22, modern computers are inherently able to do such 
correlations as least ten times faster than can be done by manual process. 

Regarding claim 23, 48, Franklin is inherently capable of correlating up to 100% 
of the data. 
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As per claim 25, Franklin discloses the direct creation and modification of the 
resource databases. 

Regarding claim 27, all products in the software license object may be correlated 
when reviewing licenses, regardless of the state of the resource database. 

As per claim 28, all databases contain user-configurable attributes. 

As per claim 56, Franklin discloses that the directory services system is highly 
distributed among nodes; therefore, any database may be on any computer in the 
network (see column 4, lines 45-51). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 9 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 6,105,069 to Franklin et al. 

Regarding claim 9, Franklin does not disclose the inclusion of the entire text of an 
agreement in the database. 
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Official notice is given that the method of including official documents, such as 
contracts, in databases relevant to those contracts, in order to provide users an easy, 
unquestionable reference, is well-known in the art. 

Therefore, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to modify the invention of Franklin by including the entire text of an 
agreement in the linking file, as is well-known in the art, in order to provide users an 
easy, unquestionable reference. 

Regarding claim 29, though Franklin discloses a metering attribute for 
determining usage levels over a time period, it is not specifically disclosed that 
correlations be made based upon the value of the metering attribute (see column 1 1 , 
line 58 to column 12, line 4). 

Official notice is given that it is well-known in the art that the efficiency of usage 
of a commodity can be determined by testing the value of its metering attribute. 

Therefore, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to modify the invention of Franklin by testing the value of the 
metering attribute, as is well-known in the art, in order to determine the efficiency of 
software usage. 

8. Claims 11, 13, 26, 46, 47, 50-52, 54, and 55 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over U.S. Patent No. 6,105,069 to Franklin et al. as applied to 
claims 1,15, and 34, above, and further in view of U.S. Patent No. 6,049,799 to Mangat 
et al. 



Application/Control Number: 09/518,048 Page 8 

Art Unit: 2134 

Regarding claims 11, 50-52, 54, and 55, the "backlink" attribute disclosed by 
Franklin provides the means for the immediate updating of linking information when 
information in the corresponding tables are changed (see column 12, lines 13-27); 
however, no disclosure is given as to when the updating should actually take place. 

Mangat discloses the updating of linking information upon the updating of the 
corresponding application (see column 1 1 , lines 3-10), and suggests that this is to 
establish and re-make links (see column 2, lines 9-13). 

Regarding claims 13, 26, 46, and 47, though Franklin discloses the use of 
different distinguished names to identify objects (see column 5, lines 22-30), a method 
for correlating objects based upon their distinguished names is not disclosed. 

Mangat discloses the use of fuzzy logic to associate different documents with 
similar distinguished names (see abstract). 

Mangat further suggests that this all is to establish and re-make links (see 
column 2, lines 9-13). 

Therefore, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to modify the invention of Franklin by updating of linking information 
upon the updating of the corresponding applications, and by using fuzzy logic to 
associate databases by their distinguished names, as disclosed by Mangat, in order to 
establish and re-make links. 
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9. Claims 42 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 6,105,069 to Franklin et al. as applied to claim 34 above, and 
further in view of U.S. Patent No. 5,867,714 to Todd et al. 

Though Franklin discloses a means for incorporating new software product data 
into the database, the way in which software products are acquired is not disclosed (see 
column 15, lines 3-17). 

The software distribution system disclosed by Todd distributes software from a 
remote server to computers (see abstract), and suggests that this allows for the 
remedying of faults before they actually become faults (see column 3, lines 1-8). 

Therefore, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to modify the invention of Franklin by distributing software from a 
remote server to computers on a periodic basis, as disclosed by Todd, in order to 
remedy problems before they actually become faults. 

10. Claims 49 and 53 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 6,105,069 to Franklin et al. in view of U.S. Patent No. 6,049,799 to 
Mangat et al.as applied to claim 52 above, and further in view of Elmasri et al., 
"Fundamentals of Database Design," 1989, pp. 544-545. 

Franklin and Mangat do not disclose the updating of databases on a periodic 

basis. 

Elmasri discloses the updating (committing) of databases periodically at 
checkpoints, and suggests that this aids recovery in the event of a system crash. 
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Therefore, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to update the databases using checkpoints, in order to aid recovery 
in the event of a system crash. 

1 1 . Claim 57 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 6,105,069 to Franklin et al. as applied to claim 56 above, and further in view 
of U.S. Patent No. 5,930,764 to Melchione et al. 

Franklin does not disclose any collecting of industry-wide information for 
consideration. 

Mechione discloses the collecting of industry-wide information at a central 
database for distribution (see abstract), and suggests that this allows individual 
salespersons to maximize customer satisfaction (see column 5, lines 26-28). 

Therefore, it would be obvious to one of ordinary skill in the art at the time the • 
invention was made to use industry-wide information at a central database, in order for 
individual salespersons to maximize customer satisfaction. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 2. Claims 1 -29, 34-43, and 46-57 are rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 15 and 22 of 
copending Application No. 09/732,386 (hereinafter the '386 application) in view of U.S. 
Patent No. 6,105,069 to Franklin et al. further in view of U.S. Patent No. 6,049,799 to 
Mangat et al. further in view of U.S. Patent No. 5,867,714 to Todd et al. further in view 
of Elmasri et al., "Fundamentals of Database Design," 1989, pp. 544-545 further in view 
of U.S. Patent No. 5,930,764 to Melchione et al. 

The '386 application discloses the cross-referencing of software licenses to 
software products on a computer, but does not disclose a mechanism for performing the 
correlation. 

Franklin discloses the three independent databases, as described above, and 
further suggests a need for a convenience for users and administrators for providing 
quickly, simply, reliably, and easily the desired licensing services and maintenance 
abilities over a distributed network. 

Therefore it would be obvious to one of ordinary skill in the art at the time the 
invention was made to implement the claimed invention of the '386 application by using 
the system disclosed by Franklin, for a convenience for users and administrators for 
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providing quickly, simply, reliably, and easily the desired licensing services and 
maintenance abilities over a distributed network. 

All other claims are obvious in view of the other references, as described above. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Response to Arguments 

13. Applicant's arguments filed 6 May 2004 have been fully considered but they are 
not persuasive. 

Regarding to Applicant's arguments regarding the objection under 35 U.S.C. 132 
and the rejections under 35 U.S.C. 112, although one skilled in the art would likely 
implement an invention that would resolve the cited queries (see Specification, pp. 8-9) 
using non-executable information (see Remarks, filed 13 August 2004, p. 13, lines 8-11; 
also see Franklin), it is plausible that a solution could be implemented employing 
executable information; therefore, the matter added to the specification cannot be 
considered to be inherent, and thus is new matter. 

In response to applicant's arguments, the recitations of "a non-license manager 
type" and "a knowledge base" have not been given patentable weight because the 
recitations occur in the preamble. A preamble is generally not accorded any patentable 
weight where it merely recites the purpose of a process or the intended use of a 
structure, and where the body of the claim does not depend on the preamble for 
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completeness but, instead, the process steps or structural limitations are able to stand 
alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 
187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew E. Heneghan, whose telephone number is 
(571 ) 272-3834. The examiner can normally be reached on Monday, Tuesday, 
Thursday, and Friday from 8:30 AM - 4:30 PM Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Morse, can be reached at (571) 272-3838. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
P.O. Box 1450 
Alexandria, VA 22313-1450 
Or faxed to: 

(703) 872-9306 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
2100. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





February 17, 2005 




